TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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Ex parte WAYNE H DELOREI A

Appeal No. 1999-2130
Application No. 08/813, 307!

ON BRI EF

Bef ore COHEN, ABRAMS, and GONZALES, Adm nistrative Patent
Judges.

ABRAMS, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clains 1-4, which constitute all of the

clainms remai ning of record in the application.

! Application for patent filed March 10, 1997.
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The appellant’s invention is directed to an exercise
nmet hod. The cl ains on appeal have been reproduced in an

appendi x to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Arrowsnith 1, 195, 327 Aug. 22,
1916
Vassar 3,124, 887 Mar. 17,
1964

Phot ocopy of Karhu Shoe, Circa 1970 s?

Oficial Notice that “there are known shoes in the art . . .~
(Answer, page 4)

THE REJECTI ON

Clainms 1-4 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Arrowsmth or Vassar in view of Oficia

Not i ce.

2 This reference was not directly applied by the exani ner,
but was referred to in the matters of which official notice
was taken.
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CPI NI ON

Rat her than attenpt to reiterate the details of the
expl anation of the rejection and the opposing viewpoints of the
exam ner and the appellant, we refer to the Exam ner’s Answer
(Paper No. 9) and the Brief (Paper No. 8).

The rejection before us is under 35 U S.C. § 103. The
test for obviousness is what the conbi ned teachings of the
prior art would have suggested to one of ordinary skill in the
art. See, for exanple, Inre Keller, 642 F.2d 413, 425, 208
USPQ 871, 881 (CCPA 1981). 1In establishing a prim facie case
of obviousness, it is incunbent upon the exam ner to provide a
reason why one of ordinary skill in the art would have been | ed
to nodify a prior art reference or to conbine reference
teachings to arrive at the clained invention. See Ex parte
Cl app, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985). To this

end, the requisite notivation nust stem from sone teachi ng,
suggestion or inference in the prior art as a whole or fromthe
know edge generally available to one of ordinary skill in the
art and not fromthe appellant's disclosure. See, for exanple,

Uniroyal, Inc. V. Rudkin-Wley Corp., 837 F.2d 1044, 1052, 5
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USPQ2d 1434, 1439 (Fed. Cir.), cert. denied, 488 U S. 825
(1988) .

The appellant’s invention is directed to solving a problem
that exists in performng a weight-training exercise known as
squats. In this exercise, to avoid potential injury, it has
been known to el evate the heel portion of the person’s foot,
such as on a board, as is shown in Figure 1. According to the
appel l ant, this has several disadvantages, which are alleviated
by the clainmed nethod. As nmanifested in claim1, the inventive
nmet hod conprises the steps of providing a wedge-shaped shoe
insert, placing it into the heel of a shoe, securing the shoe
to the user’s foot, and perform ng a weight-training exercise
while the insert is in the user’s shoe. In view of the
expl anation of the invention in the specification, we interpret
the |l anguage of claim1l as requiring that the “wedge-shaped
shoe insert” be placed into the heel portion of the cavity of
the shoe where the foot also is placed.

Claim1 stands rejected as bei ng unpatentabl e over
“Arrowsmth or Vassar in view of Oficial Notice.” As best we
can understand the statenment of the rejection, “Oficia

Noti ce” enconpasses: (1) the adm ssion by the appellant that it
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was known to el evate the user’s heel on a board as represented
by the appellant’s Figure 1; (2) that there are known shoes in
the art specifically designed for weight-lifting wherein the
heel of the shoe is built up; and (3) that Karhu is one of
t hose shoes (Answer, page 4). Apparently, the exam ner uses
“Oficial Notice” for the notivation for one of ordinary skil
in the art to utilize shoes having the wedge-shaped shoe
inserts disclosed in Arrowsmth and Vassar while performng a
wei ght -trai ni ng exerci se.

W initially are struck by the fact that while the
exam ner refers to the Karhu shoe only under the “Oficia
Notice” category in the rejection, he is, in essence, relying
upon it as evidence that it was known in the art at the tinme of
the appellant’s invention to provide a raised heel on a weight-
trai ning shoe. However, there is absolutely no basis in the
record fromwhich to conclude that this reference qualifies as
prior art under 35 U S.C. 8§ 102, in that it is not itself
dat ed, nor has the exam ner otherw se established a date for
it. Therefore, on this basis, the Karhu shoe is not a proper
prior art reference and is entitled to no weight insofar as

this rejection is concerned.
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The patent to Arrowsm th discloses a heel cushion for a
shoe. The purpose of the cushion appears to be one of confort
only, for it is described as being “of highly elastic material”
(page 1, lines 17-18) which “becones in itself a pneumatic
cushi on of very high elasticity” (page 1, lines 100-101). In
our view, this would indicate to one of ordinary skill in the
art that little or no elevation of the wearer’s heel would be
provided in use, and therefore the device would not be capable
of solving the problemto which the appellant’s invention is
directed. Vassar discloses a height increasing wedge which
woul d, if used in the perfornmance of wei ght exercises, cause
the user’s heel to be elevated in the shoe if weight-training
exerci ses were perfornmed while the shoe is worn.

The admtted prior art indicates that it was known to
rai se the user’s heel by neans |ocated externally of the shoe
cavity (see appellant’s Figure 1). Even if one were to take
Karhu into account, it also teaches raising the user’s heel by
i ncreasi ng the height of the heel of the shoe, which also is a
neans external of the shoe cavity. W fail to perceive any
teachi ng, suggestion or incentive which would have | ed one of

ordinary skill in the art to provide a wedge-shaped shoe insert
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into the heel of a shoe and then performa wei ght-training

exercise while the insert is present therein, as is required by
claim1, other than the hindsight afforded one who first viewed
the appellant’s disclosure. This being the case, the prior art

applied by the examner fails to establish a prima facie case

of obviousness with regard to the



Appeal No. 1999-2130
Application No. 08/813, 307

subj ect matter

Page 8

recited in claim1, and the rejection of

I ndependent claim 1l and dependent clains 2-4 is not sustained.

The deci sion of the exam ner

NEA/ j | b

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

NEAL E. ABRANMS
Adm ni strative Patent Judge

JOHN F. GONZALES
Adm ni strative Patent Judge

is reversed.
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